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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 



THE REPLY FILED 01 July 2008 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . £3 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 

application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which places the 
application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following time 
periods: 

a) O The period for reply expires months from the mailing date of the final rejection. 

b) ^| The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. O The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. n The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) CH They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) EH They raise the issue of new matter (see NOTE below); 

(c) n They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) EH They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. n The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. n Applicant's reply has overcome the following rejection(s): . 

6. O Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. £3 For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) ^ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: None . 
Claim(s) objected to: None . 
Claim(s) rejected: 1-51 . 
Claim(s) withdrawn from consideration: None . 
AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1 ). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. ^ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statements). (PTO/SB/08) Paper No(s). 

13. □ Other: . 

/Jeffrey Pwu7 

Supervisory Patent Examiner, Art Unit 2146 
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Continuation of 11. does NOT place the application in condition for allowance because: 

Applicant Argues: It would appear contradictory to combine Walsh's teachings with those of prior art having problems to which Walsh states 
that "A solution to these drawbacks is needed." 

In Response: The examiner respectfully submits that a reference is no less anticipatory if, after disclosing the invention, the reference then 
disparages it. The question whether a reference "teaches away" from the invention is inapplicable to an anticipation analysis. Celeritas 
Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 1998) (The prior art was held 
to anticipate the claims even though it taught away from the claimed invention. "The fact that a modem with a single carrier data signal is 
shown to be less than optimal does not vitiate the fact that it is disclosed."). See Upsher-Smith Labs. v. Pamlab, LLC, 412 F.3d 1319, 1323, 
75 USPQ2d 1213, 1215 (Fed. Cir. 2005) (claimed composition that expressly excluded an ingredient held anticipated by reference 
composition that optionally included that same ingredient); see also Atlas Powder Co. v. IRECO, Inc., 190 F.3d 1342, 1349, 51 USPQ2d 
1943, 1948 (Fed. Cir. 1999) (Claimed composition was anticipated by prior art reference that inherently met claim limitation of "sufficient 
aeration" even though reference taught away from air entrapment or purposeful aeration.) See MPEP § 21 31 .05. 

"The use of patents as references is not limited to what the patentees describe as their own inventions or to the problems with which they 
are concerned. They are part of the literature of the art, relevant for all they contain." In re Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 
1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968)). 

A reference may be relied upon for all that it would have reasonably suggested to one having ordinary skill the art, including nonpreferred 
embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See 
also Upsher-Smith Labs. v. Pamlab, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 2005) (reference disclosing optional 
inclusion of a particular component teaches compositions that both do and do not contain that component); Celeritas Technologies Ltd. v. 
Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 1998) (The court held that the prior art anticipated 
the claims even though it taught away from the claimed invention. "The fact that a modem with a single carrier data signal is shown to be 
less than optimal does not vitiate the fact that it is disclosed."). See MPEP § 2123. This renders the rejection proper, and thus the rejection 
stands. 



Applicant Argues: Kelly does not teach automatically attaching the predefined default audio sample to each electronic mail message 
generated by the sender. 

In Response: The examiner respectfully submits that Kelly describes the use of the term "printer driver" as follows: "Printer driver" as used 
herein does not strictly refer to a printer, but is meant in the broad sense of any output preparing device which prepares a file for transfer to 
another device or remote location (see Kelly, col. 6, lines 32-35). 

Additionally, the examiner respectfully submits that Walsh teaches a method of transmitting an audio sample using electronic mail 
comprising: establishing a file to be a predetermined default file (an association table created by the user that stores terms or phrases and 
corresponds them to the respective filenames... For example, association table may associate the term "specifications file" with the file 
SPEC. DOC) to be used in conjunction with an email application program (Thus, whenever processor determines that an object of the 
sentence is the "specifications file," processor may prompt the user whether to attach the SPEC. DOC file to primary document [primary 
document may be an e-mail message prepared by the user - see Walsh, col. 3, lines 29-30] - see Walsh, col. 6, lines 1-14); within the email 
application program, providing a platform for a sender to generate an electronic mail message to a recipient (primary document may be an 
e-mail message prepared by the user - see Walsh, col. 3, lines 27-37); receiving a command from the sender to send the electronic mail 
message; and sending the electronic mail message along with the file to the recipient (processor may then send the e-mail message with 
the attachment file to the recipient - see Walsh, col. 3, lines 38-62). 
Walsh does not explicitly disclose automatically attaching an audio sample to an email. 

However, Kelly teaches within the email application program, automatically attaching (The interface which allows the user to create mail 
message... after having created a mail message, the user clicks on a "Send" button. When the software of the invention receives a "Send" 
command, it automatically attaches the saved pages to the mail message as GIF files - see Kelly, col. 5, lines 12-19) an audio sample ( 
"page" (or audio) file - see Kelly, col. 6, lines 38-41 ) to each electronic mail message generated by the sender (The interface which allows 
the user to create mail message... after having created a mail message, the user clicks on a "Send" button. When the software of the 
invention receives a "Send" command, it automatically attaches the saved pages to the mail message as GIF files - see Kelly, col. 5, lines 
12-19). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to modify Walsh in view Kelly in order to 
enable automatically attaching an audio sample to an email. One would be motivated to do so in order to facilitate the sending of email 
attachments (Kelly, col. 5, lines 41-43). This renders the rejection proper, and thus the rejection stands. 



Applicant Argues: Motivation for use of the Fritsch reference can only be found using improper hindsight. 

In Response: The examiner respectfully submits that in response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only knowledge which was within the level of ordinary 
skill at the time the claimed invention was made, and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 
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Applicant Argues: Motivation for the use of the Kang reference is again hindsight reconstruction. 

In Response: The examiner respectfully submits that in response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only knowledge which was within the level of ordinary 
skill at the time the claimed invention was made, and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 
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